THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.
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UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte CAM LLO MORO

Appeal No. 1998-3305
Application No. 08/381, 886

ON BRI EF

Bef ore COHEN, ABRAMS, and NASE, Adninistrative Patent Judges.

NASE, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 8 through 13, which are all of the clains

pending in this application.?

! Application for patent filed February 22, 1995.

2 Cains 8, 10, 11 and 13 were anended subsequent to the
final rejection. 1In view of these amendnents, the exam ner
w thdrew the rejection of clains 8 through 13 under 35 U S. C

8 112, second paragraph (see Paper No. 12, mailed August 19,
(continued...)
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We REVERSE.

2(...continued)
1997).
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BACKGROUND

The appellant's invention relates to a feeding duct for
witing instrunents (clainms 10 through 13) and a nethod of
produci ng a feeding duct for witing liquids (clains 8 and 9).
An under standi ng of the invention can be derived froma
readi ng of exenplary clains 8 and 10, which appear in the

appendi x to the appellant's brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Wada et al. (Wada) 5,087, 144 Feb. 11

1992

M I tner 1,214,1133 Sep. 25, 1959
( Ger many)

Rott et al. (Rott) 3,931, 1614 Mar. 28, 1991
( Ger many)

31In determning the teachings of MItner, we will rely on
the translation provided by the PTO A copy of the
translation is attached for the appellant's conveni ence.

“In determning the teachings of Rott, we will rely on
the translation provided by the PTO A copy of the
translation is attached for the appellant's conveni ence.
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Clains 8 through 13 stand rejected under 35 U S.C. § 103

as bei ng unpatentable over Rott in view of Wada and M |t ner.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejection, we nmake reference to the exam ner's answer (Paper
No. 16, mailed April 30, 1998) for the exam ner's conplete
reasoning in support of the rejection, and to the appellant's
brief (Paper No. 14, filed June 27, 1997) for the appellant's

argunent s thereagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellant’'s specification and
clains, to the applied prior art references, and to the
respective positions articulated by the appellant and the
exam ner. Upon evaluation of all the evidence before us, it
is our conclusion that the evidence adduced by the exam ner is

insufficient to establish a prinma facie case of obvi ousness

with respect to the clains under appeal. Accordingly, we wll
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not sustain the examner's rejection of clains 8 through 13
under
35 U S.C 8 103. Qur reasoning for this determ nation

foll ows.

In rejecting clains under 35 U S.C. 8§ 103, the exan ner

bears the initial burden of presenting a prinma facie case of

obviousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). A prina facie case of

obvi ousness is established by presenting evidence that the
reference teachings woul d appear to be sufficient for one of
ordinary skill in the relevant art having the references
before himto make the proposed conbi nati on or ot her

nmodi fication. See In re Lintner, 458 F.2d 1013, 1016, 173

USPQ 560, 562 (CCPA 1972). Furthernore, the conclusion that

the clained subject matter is prima facie obvious nust be

supported by evidence, as shown by sone objective teaching in
the prior art or by know edge generally avail able to one of

ordinary skill in the art that would have | ed that individua
to conmbi ne the rel evant teachings of the references to arrive

at the clained i nventi on. See In re Fine, 837 F.2d 1071,
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1074, 5 USPQRd 1596, 1598 (Fed. Cir. 1988). Rejections based
on

8 103 nust rest on a factual basis with these facts being
interpreted wi thout hindsight reconstruction of the invention
fromthe prior art. The exam ner may not, because of doubt
that the invention is patentable, resort to specul ation,

unf ounded assunption or hindsight reconstruction to supply
deficiencies in the factual basis for the rejection. See In
re Warner, 379 F.2d 1011, 1017, 154 USPQ 173, 178 (CCPA 1967),

cert. denied, 389 U S. 1057 (1968). CQur review ng court has

repeat edly cautioned agai nst enpl oyi ng hi ndsi ght by using the
appellant's disclosure as a blueprint to reconstruct the
clainmed invention fromthe isolated teachings of the prior

art. See, e.d., Gain Processing Corp. v. Anerican

Mai ze- Products Co., 840 F.2d 902, 907, 5 USPQ2d 1788, 1792

(Fed. Cir. 1988).

Wth this as background, we turn to the exam ner's

rejection of the clains on appeal. The exam ner determ ned
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(answer, p. 3) that (1) Rott "discloses substantially simlar
structure, "®
(2) Wada "discloses formng in two sections an interna

channel ," and (3) MItner "discloses the equival ence between a
groove and internal channel." The exam ner then concl uded
(answer, pp. 3-4) that
[i]t woul d have been obvious to a nmechanic wth ordinary
skill in the art to provide these features to the primary

reference. The notivation is to aid in manufacturing,
and to convert to a felt tip.

The appel | ant argues (brief, pp. 4-5) that "the clai ned
i nvention could not be obvious fromthe art of record" since
the references, together or separately, do not teach all of

the limtations of the clains under appeal. W agree.

Al'l the clainms under appeal require that a groove be
formed when opposing recesses in two distinct portions are

secured one to anot her. However, this limtation is not

> W presune that the exam ner was conparing the clained
subject matter to the subject matter disclosed in Rott in
maki ng this determ nation
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suggested by the applied prior art. In that regard, while
M | tner does teach two distinct portions secured together and
Wada does teach the use of split nolds to forman ink storage
menber, it is our opinion that such teachings woul d have been
insufficient to have notivated an artisan to have nodified
Rott's ink conductor 16 in the manner proposed by the exani ner

to arrive at the clained i nvention.

In our view, the only suggestion for nodifying Rott in
t he manner proposed by the exam ner to neet the above-noted
[imtation stens from hi ndsi ght know edge derived fromthe
appellant's own di sclosure. The use of such hindsight
know edge to support an obvi ousness rejection under 35 U.S. C

8 103 is, of course, inpermssible. See, for exanple, W L.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1553, 220 USPQ 303, 312-13 (Fed. Cir. 1983), cert. denied, 469

U S 851 (1984). It follows that we cannot sustain the

examner's rejection of clainms 8 through 13.
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CONCLUSI ON

To summari ze, the decision of the exam ner to reject
claims 8 through 13 under 35 U.S.C. 8§ 103 is reversed.

REVERSED

| RWN CHARLES COHEN
Adm ni strative Patent Judge

BOARD OF PATENT

NEAL E. ABRAMS APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

JEFFREY V. NASE
Adm ni strative Patent Judge
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MARTI N P. HOFFMAN

HOFFMAN WASSON & G TLER

SUl TE 522
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ARLI NGTON, VA 22202

Page 10



APPEAL NO. 1998-3305 - JUDGE NASE
APPLI CATI ON NO. 08/ 381, 886

APJ NASE
APJ ABRAMS

APJ CCHEN

DECI SI ON:  REVERSED

Prepared By: d oria Henderson

DRAFT TYPED: 01 Jun 99

FI NAL TYPED:



